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Remarks 

Claims 1-5 and 7-32 are pending, No claims are currently canceled. No claims have 
been withdrawn from consideration. Claims i . 4 ? 9, and 18-20 are currently amended. No 
clanns have been added. Reconsideration of the application is requested. Basis tor the 
amendments to claim L 9 and 20 may be found at page 6, line 29. Basis for further amendments 
of claim 1. may be found on page 8, lines 10-15. Claims 4 and 19 are amended as suggested in 
the 1 xam net > i the intendment to claim 18 may be found on page 5, lines 18-20. 

Applicant's Agent thanks Examiner Silverman and S.P.E. Woodward for discussing the 
^sojisdt! ) v i i ! 1 it b < 1 | A t s \( > I 200" V< agreement 

was reached, but Examiner Silverman agreed to give the arguments and amendments further 
consideration. 

§ 112 Rejections 

( hums 4. iS, 1° and 12 slant - ed u <k 35 I SC J> > 12, secos > t i jraph as being 
indefinite for tailing to particularly point out and distinctly claim the subject matter which 
Applicants as the invention. 

Claims 4 and 19 are rejected for Applicant's recitation of the term "residual's Claims 4 
ncl 8 tave been r led to recite "residual monomer and solvent" as suggested by tie i 
' \an n . A < < e^ o» p Pu'h q u . d 

Claim I A as amended, recites the limitation "partially cured'" instead of partially 
om eiteb Clai \ ' .s -u ; v< amen led to d*. ett the word "eoatah e" for clarity t hie skilkd m 
the art would recognize that the initial composition has a very low viscosity. By partially curing 
die viscosity is increased to die recited range, rendering it more suitable tor coating. One skilled 

t the art 1 Size that by "pas i uring" the composition » hyleni jh 

unsaturated groups of components a) and b) remain unreacted to allow the composition to be 

vWv K ^ JO ;>-.\ k ^ - > hi I >\^'MiiCU^ \ i \ n S h m d 

erosslinked composition. Applicants respectfully request withdrawal of the rejection of claim 18. 
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Claim 32 stands rejected for Applicant's use of the phrase "derived Irony's The rejection 
Is traversed, and an explanation was provided dnnng the interview. 

Claim is directed to Applicant's "Indirect method" of providing a pendent free -radically 
polymerizable functional group to the oligomer of claim J . Using Applicant's "direct method" 
described from page % line 26 to page 10, line 25, a poiyethyleincaily unsaturated monomer is 
directly incorporated into the oligomer. The multiple ethylenically unsaturated groups are 
preferably of unequal reactivity, so that one group is polymerized into the oligomer, while a 
second is not polymerized and is then pendent from the oligomer. Applicants have found it 
beneficial to use the "'indirect method" whereby an oligomer having pendent nucieophilic or 
electrophilk functional groups is further functional ized to provide the requisite free-radically 
polymerizable functional group. 

Applicants describe the "indirect method" from page 10. line 26 to page 12, line 12. As 
i ex up, I >thy\ icrylate may be incorpcu ted int< the olig ie: 1 d penden 

hydroxy groups. These hydroxy groups may be functional! zed with isocyanaioethyl acrylate to 
provide the requisite pendent free-radically polymerizable groups. Claim 32 recites the 
nucieophilic or electro phi lie monomer that is incorporated into the oligomer, and the recited 
"pendent ethylenicaih unsaturated, fret radical!} polymerizable groups" are derived therefrom in 
Applicant's "indirect method . 

Withdrawal oi the rejection of claim 32 is solicited. 

Double Pa tenting Rejections 

Claims 1-5 and 7-34 arc provisionally rejected on the grounds of nonstatutory 
-hviousncss pc dca . xuenting over claims 1-45 if copending application 10/732,715, 'The 
c.cmivc ^ - > d a\ t n ja 0- 01 ; 4,\ 

hi response, enclosed is a "Terminal Disclaimer i. aider 37 CT.R. Section 1.321(b)," 
which disclaims the portion of the term of any patent granted on the instant application that 
would extend beyond the expiration date of the term of U.S. 10/732.715. The Disclaimer also 
indicates that 3M Innovative Properties Company commonly owns the instant application and 
U.S. 10/732,715 by virtue of assignments recorded at Reel 015047. Frame 0177, on March 2, 
2004 for the instant application, and at .Reel 14800, Frame 77/80 on December 10, 2003 for 
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10/732,7.15. The Disclaimer further indicates that the chain of title of the instant application has 
been examined in order to comply with 3? C.F.R. Section 3.73(b). 

Since under 37 C.F.R. Section 1 .78(d) a terminal disclaimer in compliance with 37 
C.F.R. Section 1.321(b) can be used to overcome a non-statutory double patenting rejection. 
Applicants respectfully request that the double patenting rejection be withdrawn. 

§ 102 Rejections 

Claims 1-5 and 7-32 stand rejected under 35 (JSC § 102(a) or 102(e) as being anticipated by 
vV< fl it i < k>! ) d. Applicants not that th elei ice is equivalent to 

<»' I naaetol.) to ulueh remasfo a < u an m i fo >. t 

In the previous Reponse, and during the interview of May 1* Applicant's Agent argued that. 
Abuelyamei « f I to a macromer having a po!y(oxya!kylene) bacl bone as opposed to the 
carbon-carbon back ne resulting .from the polymerizatioi oi hi nm >m * ceded in claim T 
part a). 

Applicants have previously presented, for the purposes of illustration, that the first 
component oligomer of claim 1 may be depicted as follows, where A is a pendent hydrophilic 
group, and B is a ethyienically unsaturated free-radieally polymerizable group. The repeat units 
of the polymers are derived from free radical polymerization of ethyienteaily unsaturated 

1 ' 1 v i > v J\s v O lis k >du \ ust ! I » I t I t) n ! 

group and 'Unsafe!" for the ethyienically unsaturated group. For example, the repeat unit 
bearing the- n >h e Hyx group is derived from the monomers of the formula on page 1 0, 
lines 7 to 22, and the monomers bearing the ethyienically unsaturated "Unsafe!" group are 
described from page 9, line 19. to page 12, line 1 3. The word "pendent" is used in the 
v'iiih onu ^ v. i ! t'-nm J.nOnJon 3i i omene backbone. 

Hyd Unsafe! 

x 5 \ ed difference deseript i hi lie and 

unsaturated groups to avoid needless confusion with the formula on page 12. line i and in claim 32. 
Previously Applicant "s Agent used A3" and "IT" to identify these pendent groups. As previously 
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explained, these hydrophiiic and unsaturated groups may be introduced to die oligomer using either 
the direct or indirect methods of functional ization. 

In the Office Action dated 04/12/2007, the Examiner acknowledges Applicant's argument 
Ma Vbu< v une i et d do not teach an oligomer having a carbon-carbon backbone, but argues that 
"the claims o < e thatthi Hgoms: recited there i be do i m olefins vhile those n 

dn i'Iiu | 1 ! }e<uhb< i nsMi t xs inn Pccumcthee! ms h no i quire 

h t ,i > ? <. k 'n be made from olefmic monomers... 5 \ 

As amended herein, the {imitation, of "eihy leniently unsaturated" has been introduced to 
1 1 i ! s '1 ' dure o! met 1 it carbon ion backboi (/lain 

1 has been further amended to recite the structure of the "monomer units having pendent 
hydrophiiic poiyiabglene oxide) groups" to distinguish it from the macromonomer and/or I he 
v ovm ikM ,< i \ m i n i ni ! 

During the telephone interview, Examiner Silverman queried whether Abuelyamen would 
m unomb pun hi, in >hu>mu o» cla m 1 , tics po 1 o -a son ot just a lew monomet units. 

A,s prc\ i.Hi\b ajpuch. the macromonomer of the reference is described as having "more 
than one reactive group mat is free radically polymerizable.A, and is illustrated (at several, places) as 
of the formula XC)d.Cd'{ildci i 2 A)} ! ,. r {(:! ; Ed:d !: 2 A)) n -Y . where X and Y are the poiymerizable 
groups. These poiymerizable groups arc depicted in column 4, 5 and B. If copolyrnenxed with any 
of the optional monomers described above, as described in reference column 1 0, lines 1 -1 2, is 
would be clear to one skilled in the art that al l the poiymerizabie groups would be consumed in the 

> moo < i ^ i s ^ il c ! s u n withe att Piv. una \n t a 
ethylenicady tmsaturaied groups required of claim 1 . it is precisely because all the "X" and V 'Y" 

roups* 4 d\ \ ' ^ \) maetomonomet <. t 'i Max 1 that pnh art spt f mi 
"indirect method' ' of ibnetionaiizing the extant oligomer. 

atk t based on inht cs n.oi pprop iK MJf! 21 12 requires :"' "|'t,)o 
establish inherency, the extrinsic evidence 'must make clear that the missing descriptive matter is 
necessarily present in the thing described in the reference, and that it would be so recognized by 
persons of ordinary skill. Inherency, however, may not be established by probabilities or 
ss t 1 v i fact thai \ certain i ii ma} esuh foma se ei 1 nees i 
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not sufficient. 1 " /» re Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 

1999;. 

Abnelyaraen et at do not teach that the reference polymerized composition would have a 
carbon-carbon backbone, it. is not necessarily present, and would not be recognized as present by 
one skilled in the ari. As the macromonomers and crosslinking agents of the reference nave at least 
mupoh re . re . - ^ >r u ! g \nu> - hk n of macromonomct o»ss ;rk iy aeen! o{ 
Vbueiyanien t I App 1 s recited n claim 1. 

The rejection $>! claims 1-5 and 7-32 under 35 USC § 1 02(a) or 102(e) as being anticipated 
by WO 2O03/O86492has been overcome and should be withdrawn. 

In view of the above, it is submitted that the application is in condition for allowance. 
Examination and reconsideration of the application as amended is requested. Applicant's Agent 
is available for a telephone interview to discuss this response and further advance prosecution. 

Respectfully submitted. 

y'vA ' // j """} f*/. 

/ M&L:i ^lA L. By: ^ CtA 

Date /•/' Kent S. Kokko. Reg. No.: 33,931 

//" Telephone No.: 651-733-3597 

Office onntellectuai Property Counsel 
3M innovative Prop-en tes C'oxnpanv 
Facsimile No.: 65 1-736-3833 
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